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DETAILED ACTION 

1 . Claims 1 -2, 1 6-1 7, 39-40 are pending 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 5, 
2008 has been entered. 

Response to Arguments 

3. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. Applicant's arguments are regarding amended claims which will 
be addressed in the rejection below 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 17 and 39 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 17 states "receiving a request to renew the license from the client and 
make payment for the renewal in response to the client determining that the updated 
license status indicates that the license has expired. Claim 1 requires license status 
update after usage occurring before synchronization. Therefore after renewal the client 
usage is not tracked and the license status is not updated. Applicant does not have 
support for not tracking usage after synchronization. 

Claim 39 says "the amount of usage at the client after license is expired. Claim 1 
says "license status is updated based on client usage" Applicant's disclosure states that 
usage after expiration does not change license status. There is no support for usage at 
the client after license is expired. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2, 16-17, 39-40 is rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

As per claim 1, it states "the license information indicates a license status" in line 
5, "local license related data on the client indicating an updated license status" in line 8, 
and "the updated license status in the local license related data." in line 10-11. It is 
unclear to the examiner the local license related data indicates an updated license 
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status, when the license information indicates a license status, and then the local 
license related data, then contains an updated license status. Are these three limitations 
related or are they different entities that indicate different status information. 

As per claim 17, it states "synchronizing of local license related data" It is unclear 
to the examiner if this different from "synchronizing with local license related data as 
sated in claim 1, line 7 

Claim 39 says "the amount of usage at the client after license is expired. Claim 1 
says "license status is updated based on client usage" Applicant's disclosure states that 
usage after expiration does not change license status. It is unclear whether usage is 
tracked after license is expired. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2,10,1 6-1 7, 19-21, 28-31 , and 39-44 rejected under 35 U.S.C. 102(e) 
as being anticipated by US Patent Application 2003/0088516 issued to Remer et al. 
further in view of US Patent 7203966 issued to Aburri et al. (hereinafter Aburri) 



Application/Control Number: 10/539,644 Page 5 

Art Unit: 2162 

As per claims 1 , 10, and 28 , Remer discloses a method for providing of content 
data to a client (move logic and data over networks to the end user or point- of service 
(POS) computer [0033]), comprising: 

receiving of a selection of content data from the client (selection of licenses are 
requested by POS that access data [0033]) ; 

generating a file comprising license information and a locator for the content 
data, wherein the license information indicates a license status enabling the client to 
access the content data (The service agent first verifies that the digital signature of the 
retrieved POS license is valid (310). If so, the service agent compares the Node ID field 
of the current POS license with the Node ID of the existing license in the discovery 
database (330). If the Node IDs are different, then this must be a new POS license that 
has not yet been collected to the discovery database. The service agent collects a copy 
of the new POS license into the Servicing component's discovery database (340). 
[0077]); 

sending of the file to the client (sending the file with license and id to POS 
[0079]); 

Remer does not appear to explicitly disclose synchronizing with local license 
related data on the client indicating an updated license status based on an amount of 
client usage of the content data following the sending of the file to the client and before 
synchronizing 

However Aburri discloses synchronizing with local license related data on the 
client indicating an updated license status based on an amount of client usage of the 
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content data, wherein the license status is updated at the client, and wherein the client 
usage that results in the updated license status in the local license related data occurs 
at the client following the sending of the file to the client and before synchronizing 
(corresponding to licenses 16 presently or formerly in the license store 38. Such state 
information is created by the DRM system 32 and stored in the state store 40 as 
necessary. For example, if a particular license 16 only allows a predetermined number 
of renderings of a piece of corresponding digital content 12, the state store 40 maintains 
state information on how many renderings have in fact taken place in connection with 
such license 16 [Col 17, lines 55-69]) 

Remer and Aburri are analogous art because they are from the same field of 
endeavor of providing data to clients 

It would have been obvious to modify the invention Remer to include the feature 
of Aburri. Modification allows the user to render the digital content according to the 
rights conferred by the license and specified in the license terms.. [Col 3, lines 35-50]) 

As per claim 2 , Remer discloses in response to receiving the selection of the 
content data from the client, requesting of license conditions information from a license 
server (license conditions can be retrieved from servicing agent for the POS [0031]) ; 

sending of information indicative of one or more license offers to the client (The 
current POS license, whether it be an install, trial, or previously purchased license, is 
collected by the external license servicing agent to a discovery database that resides on 
the service management console [0035]); 
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and receiving an acceptance from the client (an electronic commerce site that will 
issue purchased licenses for the software services installed on the POS computers 
(240). By purchasing, the client accepts the license offers.) 

As per claim 16 , Remer discloses the generated file comprises an XML file 
having a defined DTD format (The exchange of licenses may be accomplished in a 
number of ways. In one example implementation of the method, the exchange is 
accomplished by formatting an exchange license file that is in well-formed, non- 
validated XML described by the following DTD [0087]). 

As per claim 17 , Remer discloses synchronizing of local license related data on 
the client further comprises: receiving a request to renew the license from the client and 
make payment for the renewal in response to the client determining that the updated 
license status indicates that the license has expired (refreshing. In another 
implementation, the licensing service agent may need to periodically collects copies of 
the POS licenses (either new install or trial licenses, or expired purchased licenses) 
from one or more POS computers and exchange them in bulk for new purchased 
licenses. [0021] The service agent maintains copies of collected POS licenses and new 
purchased licenses issued by the third party in a discovery database. The service agent 
synchronizes the collection of licenses from POS as well as the replacement of the POS 
licenses with new licenses using the discovery database. [0023]) 

As per claim 39 . Remer discloses the amount of usage of the content data but 
does not explicitly disclose the amount of usage of the content data comprises the 
amount of usage at the client after the license status is expired at client 
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Aburri discloses the claimed the amount of usage of the content data comprises 
the amount of usage at the client after the license status is expired at client 
(copy/replacement license may also expire, however, if a user does not connect and 
synchronize with the license synchronization server from a device before the expiry date 
of the copy/replacement license. [Col 63-Col 64]) 

Remer and Aburri are analogous art because they are from the same field of 
endeavor of providing data to clients 

It would have been obvious to modify the invention Remer to include the feature 
of Aburri. Modification allows the user to render the digital content according to the 
rights conferred by the license and specified in the license terms.. [Col 3, lines 35-50]) 

As per claim 40, Cheng discloses during synchronization, determining the 
amount of usage of the content data at the client after the license status is expired at 
client (copy/replacement license may also expire, however, if a user does not connect 
and synchronize with the license synchronization server from a device before the expiry 
date of the copy/replacement license. [Col 63-Col 64]); 

Receiving payment for the amount of usage of the content data after the license 
status is expired, wherein the synchronizing with the local license related data 
comprises renewing the local license related data to allowed continued use of the 
content data in response to receiving the payment for the amount of usage 
(copy/replacement license may also expire, however, if a user does not connect and 
synchronize with the license synchronization server from a device before the expiry date 
of the copy/replacement license. [Col 63-Col 64]) 
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Remer and Aburri are analogous art because they are from the same field of 
endeavor of providing data to clients 

It would have been obvious to modify the invention Remer to include the feature 
of Aburri. Modification allows the user to render the digital content according to the 
rights conferred by the license and specified in the license terms.. [Col 3, lines 35-50]) 
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Contact Information 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann J. Chempakaseril whose telephone number is 571- 
272-9767. The examiner can normally be reached on Monday through Thursday, 9-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on (571 ) 272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ann J Chempakaseril/ 
Examiner, Art Unit 2166 
July 18, 2008 



/Shahid Al Alam/ 

Primary Examiner, Art Unit 2162 



